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As iiist.Ui>'^L'J in the intcnicw held March 8. 20U6 with the Exrjndnen Dr. Peoples and Uie 

unJcrstiined, the art cited in the OWk^ Aciicn mailed Tebruary 10. 20(io describes production of 

3-h\droxyhexanoale cotitainiug polymers h\ the beta oxidation pathway by ptxniding suhstrates 

ofC'C) or longer LUiy dciJi>, in contrast the cited art. the present application discloses 

geneiicijihv- engineering bacteriato produce oi'3-h>draxyl)eMfiiinatc from hLsi>r\lA'oA phts 

acetyl -^...'oA. 

Rejecliou I'ndcr 35 lUS.C. § J02 

Chiiitis L 7. \ (k and 18-21 ^vere rejccied Lindcr35 s C. § i02!j-H as being anticipated 
hy hvkui ei al.. J. oj }iar!,>nvl 179:4821-4830 ( 1^?07) ("f uf^^n") bnkui discloses productii>i! of 
pol\( ^-hydroxyhutyra!e-co~"^-!iydro\yhex3noiite) b> the beta oxidcUion pathwa; b> proxiding 
Mthstraics of t'6 or lont;cr fatts acids, speeilkall} hevanoate aJid octanoate. (he claims ol^the 
pre-^crd applieaJiun arc drawn to prodiiL-tion of 3-h>droxyhe\aiioatc from butyryl-CuA plus 
acct;> 1-CoA, which i^; no! disclosed or suggested b\ Fiikui Fhercfore, Fukui d^x^s not anticipate 
the claims ut the present applicatiun. 
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Rt'jectsons Under 35 I'.S.C. § 103 

(i) Claims 1,6-7, 16 and 18-21 were rejencd umkT 35 I '.S.C. 103(a) heiiig 
(inpatenUWc tn'cr Fukui, in \icw of r.s. PaU>nt No. 5.470.727 to Mac'haivnas. ai. 
('■Machutvijub") und rurihor in view ofSchuberl. ft al..,/ ofUac/cnoloc^v jOQS. Vol. 170, N.>. 12. 
p >?^37-5S-{7 {■SLluibert"). As discussed abo\c. the eUiiins arc Jr;nsn lo production of?- 
h>dro\> hexariOaie from biihrxl-Ct^A and ace(>'l-C'oA, which is ivM disclosed or .suggested b> 
} ul^ui Maeharctiiis and,'or Schubcn do uot make up ibi thi;, dc3kit.-ncy since neither refcivnec 
discloscb or Mi^'gesls production of .■i-hvdrox)'he?^anv>alc from b!U\ry!-CoA and aeefyl-CoA. 
□lerelbrc, the claims arc not ob\ii.ai,s. 

tii) l iaimy 1. 7. 10 and 18-: 1 N\ere rejecied unj^r 35 U.S.C, i;. 103(a) as unpalentabk- 
OS cr 1 iriim, et al,. . ipnlicJ and Kmiromucnfal Micwhwlo^iy, 5o( 1 1 ):3360-3 "67 ( i Q9()l 
("rimm'^), iii \ic\v oi'l-iilau and fiirthci in \icwornonmann. ctal.. rh.\LS Micro^io/om icners 
IN4;:53-.:5^) (200(1) C"f ^'ffmann"'). 'i mini discl<^^es j^ioduetion of 3-h>du-\>he\anoate 
cxint-tining pp.jymers when (^-taiioatc 16 L4>.en as iiibstrate (see pa<^e 33o'6, eohimn I. Hr.st full 
para;;.raph ). {\mm does not diselose or suggest produeti.Mi of 3-h>dToxyhexanoatc honi biUvrvi- 
C'oA and acetyi-CVA. l^ikiu and IfolTmamt do not make up fur this deucicncy. l-iiis^ii also 
disclose^ produt;tion of 3-hyd)-ox) hexanoate cojitaining poixincrs li-om oclunoate or hcxannaie, 
i!o! biit\ryi-CoA and acet>l-CoA. HotVinann diseiose<; production of PllAs from gluconate. iikA 
buiv r\ l-('2.;.A and acct> !-CoA. l inim. 1-iilvui and 1 ioffmann do not disclose or Jugyest usinu 
but\i> !-Co'\ and acetyl-C"<.>A a^^ subritratus i'or production of pulymers cofilaining 3- 
irv drK«\yhexanoate. ilicrefoi\^ the cluim.s arc not ob\ ious. 
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fiii) Claims 1.7, |4 and !6-21 were rujccteJ under .^5 U.S.C. l()3(n* as unp.uenlable 

over Sciuihert, in ^kw ofl- ukui and lurthcr in \ ijw of Bo>nlon, et a!.. ,/. of nacicnoh^^v 

17Kn 1);^U 15-3024 1 ('-Bo>nton"> and fcigcnhjum. et al , /Wvl.S' ■;4(2):492-405 (1977} 

r'rciiicnbauin"). Sehuben dif^cio^es produciiosi oi pnh-[^-hydi-o.\;}bui\ric acid (PHB) m /■. (.-(>//. 

Schiiheri dr-es nof dLscio.sc or suggest gcjieiically euginecring haelcria to produce 3- 

fi>dro\>hc>.annate eonuuning polymers from butyr\ l-CciA and ;iect> i-CoA. Fukui. Bcjnfon and 

i eigenbjuin do not jnake up for ihi^ delkscnc> , As discussed abu\c rukui discloses use of 

!ie\:ino;Ue or oclauoate as suhstraies for prc>ducnou oj' ?-hydra\ybexauoak- eontaming pohnu-rs. 

iY^gonKium discloses is,*!dlion of a i7iui{i-enz>me complex oi fatU acid oxidation fivni K colt. 

i^oynion discloses cioniny of f^-h>drox>buUr>]-CoA dehydrogenase and butyr>l-CoA 

de]i>drogenase Wxnn C acclohuiylkum. J-eigenbauin and Bovnton do not disclose or fiugg..-3{ 

geneticaJh .engineering bactL.na to produce ?-h\'drux>]iexanoate coniaining poi>mcr.5 fyom 

bnunbroA and acclyl-Co.A. C)earl> it svouki not be ob\ions to one ofskili in ibe art how to 

g^-netiea!!) enginc^iinu bacteria lo nruducc .?-h>drox>he.xanoaie coniainmg poisnicrs fuun 

bith r> j-Co,\ atKi acct> based on tbe cited art, Thcrufbie, the claims are not obsioiis. 

Proposed Claini Araetidincnts 

.\ number ofanieiKlmenis siiggesled b\ die exumiiKr ucrc presentctl but r.ot enteicd fo 

die cs?eat these overcome an> remaining issues under 35 i i .-i.C. 1 J 2. apjilicants \\\\\ re-pr.-sent 

them i lov^t.■^•L'r. ihe amendm jtits iirc ;\o\ ret|uired to dislifiguish o\'cr die prior arl. \u«c oi'tjie 

prior art discloses explicitly, implicitly or inherently, the claimed moUiod ui making i>nAs usmg 

the geneiieall} caginccred organisms. The prior an discloses, at most. v:inous ,sources of the 

*^"^* = ^3VJ 3 ^^^^^^^ 
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requisite rcn^i,. but, not the tcacliing dim would icad one skilied in ihe art lo conihine a.s 

appHcajits have done, with a ivjisonabk- e.^pcciation of success. 50 that the organisms cai\ utilise 

ineApL'tiMve ;,uh.^tra!e to produce these polymers. An excellent diseussion on these polymers. 

their iudi.mria! utilizatiun, and wiiyb in \Nhich they h.ave been engine ered to enhance produetion 

vshiie reducing: cosi of produetion to a level that pernu'ts coinmereiaii/jtion. cut. he flnnid on ihu 

asM;.inee' ^s■ebsi^e, wwn .r^ictabolix .com 

Aljinvaneeofclaims 1,6-7. I0, j4, 16-21 and 35-30 is re/^pcciruDy , solicited. 

Respec li li] I y y ubi Jii t ted, 

Pa uea [ , Pab.s i ' _ 
Patrs.'.! I. Pabst 
Ret;. No. 3L1S4 

h)aie; .fuly \(\ 2UU6 
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